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Obscure Disclosures – Burden of Proof is on the Right
Holder

The novelty requirements for EU registered designs have peculiar
provisions aiming to protect the validity of designs from obscure
disclosures outside the EU. The Crocs case (T-651/16) provides
some pointers as to when an internet disclosure might be
considered obscure but holds that there is a presumption that a
website will have been seen by someone from the relevant sector
within the EU despite the fact that the designer’s business was
located outside the EU.

In order for an EU design registration to be valid, the Community
Design Regulation 6/2002/EC requires, inter alia, that the design
is novel (Art 5) and has individual character (Art 6) over the prior
art. The prior art, according to Art 7, excludes disclosures made
within a grace period of 12 months before the filing date of the
design application or a validly claimed priority date. Outside the
12-month grace period, however, disclosures of any form will
count as prior art, except where the disclosure “could not
reasonably have become known in the normal course of business
to the circles specialised in the sector concerned, operating
within the [EU]”.

In the present case, concerning Crocs’ EU design, RCD
257001-0001, Crocs (formerly Western Brands) had disclosed the
iconic clogs design to the public including at an international boat
show in Florida and on its own website. These disclosures took
place outside the 12-month grace period preceding the priority
date set by Croc’s corresponding US design patent.

Previously, in an invalidation action, the EUIPO found that the
disclosures constituted prior art and were novelty-destroying, and
hence Crocs’ design was held to be invalid. Crocs appealed twice,
up to the General Court of the CJEU. However, the applicant for
invalidity went bankrupt and withdrew, and the General Court
closed the appeal. Crocs’ design thus survived.

Then, in 2013, Gifi Diffusion brought invalidation proceedings
against Crocs’ design, again arguing for a lack of novelty. The
Board of Appeal of the EUIPO upheld its previous ruling and
concluded that the disclosures at the boat show in Florida and on
the website constituted prior art and were novelty-destroying.
Crocs appealed and the case found its way once again to the
General Court.

In the present case, T-651/16, both parties agreed that disclosure
had taken place outside the 12-month grace period. The question,
however, was whether the disclosures should be counted as prior
art.

Crocs argued, in particular, that its website could not have been
known to the relevant sector within the EU at the time due to its
obscurity. Crocs contended that the burden of proof that the
design “could not reasonably have become known” to circles in
the EU should not fall on them because it would amount to
proving a negative fact. The Court accepted that Crocs could not
be expected to prove a negative fact, but suggested that positive
evidence could have been adduced. Such positive evidence might
include showing that the website had no, or very little, actual
traffic from within the EU, or that the boat show had not been
attended by participants from the EU.

Crocs adduced no such positive evidence and, as a result, failed to
rebut the presumption that the disclosures would have reached
the sector concerned within the EU before the start of grace
period. The Court thus declared Crocs’ design invalid.

In conclusion, applicants for EU designs are strongly advised to file
an application within the 12-month grace period after any kind of
public disclosure of the design. Failure to do so would result in an
invalid design unless it could be successfully argued that the
disclosure was obscure. As the present case shows, the burden lies
with the applicant to prove that the public disclosure was
sufficiently obscure so that the design could not “reasonably have
become known in the normal course of business to the circles
specialised in the sector concerned, operating within the [EU]”,
which is not easy.

It is unclear whether an arrangement will be made so that, after
Brexit, a disclosure in the UK would still have a similar effect as a
disclosure within the EU. However, even if no such arrangement is
made, the UK is likely to maintain relatively strong trade links
with the EU, and therefore it will probably be more difficult to
argue that a disclosure made within the UK could not have
become known within the EU than, say, a disclosure that is made
in the US.

J A Kemp LLP | Issue date: April 4, 2018 1

http://curia.europa.eu/juris/document/document_print.jsf?doclang=EN&text=&pageIndex=0&part=1&mode=lst&docid=200246&occ=first&dir=&cid=443564
http://curia.europa.eu/juris/document/document_print.jsf?doclang=EN&text=&pageIndex=0&part=1&mode=lst&docid=200246&occ=first&dir=&cid=443564


For more information, please contact:

John Leeming - jleeming@jakemp.com Clive So - cso@jakemp.com
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